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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under tine provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SiX (6) MONTHS from the mailing date of this communication. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) IMONTHS from tfie mailing date of this communication. 

- Failure to reply witfiin tfie set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E Responsive to communication(s) filed on 09 March 2011 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 6 and 57-69 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) 6 and 57-69 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

1 2)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
aM All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 

PTOL-326 (Rev. 08-06) OHice . 



4) n Interview Summary (PTO-413) 
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5) n Notice of Informal Patent Application 

6) □ Other: . 



Summary Part of Paper No./Mail Date 2011 071 2 
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DETAILED ACTION 

Note that applicant has failed to identify which if any of newly added claims 57-67 read 
on the elected invention/species. Response to this Office Action must make such identification 
in order to avoid a holding of non-compliance. 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 

eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 3/9/2011 has been entered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 6 and 57-69 are rejected under 35 U.S.C. 1 12, first paragraph, as faihng to 
comply with the enablement requirement. The claims contain subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use the invention without undue 
experimentation; or that the scope of any enablement provided to one skilled in the art is not 
commensurate with the scope of protection sought by the claims. In accordance with 
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MPEP§2164, there is doubt "about enablement because information is missing about one or 
more essential parts or relationships between parts which one skilled in the art could not develop 
without undue experimentation". See In re Wands, 858 F.2d731, 737, 8 USPQ2d 1400, 1404 
(Fed. Cir. 1988) and note the following so-called Wands factors: 

• The breadth of the claims requires a sintered compact that contains Molybdenum in 
an amount of "35 to 75wt%". However, applicant's written description discloses the 
sintered compact to have a copper content of "10 to 95wt%". Therefore, for copper 
contents above 65% the claimed molybdenum content is impossible since the total 
weight % would exceed 100%. 

• The state of the prior art, skill level of one of ordinary skill, and predictability in the 
art is such that the total wt% of any alloy cannot exceed 100% (i.e., the total must 
equal the sum of its parts). 

• The amount of direction provided by the inventor is not sufficient to allow for an 
alloy having copper and molybdenum in the claimed ranges that result in greater than 
100% total weight in hght of the specification copper requirements. 

• There are no working examples of alloys having greater than 100% weight. 

• The quantity of experimentation needed to make or use the invention based on the 
content of the disclosure is infinite since it is impossible to create an alloy having 
more that 100% weight (nothing can weigh more than the sum of its parts). That is to 
say for disclosed copper contents of 66% or more it is impossible to have even the 
minimum claimed Molybdenum contend of 35% since the total would be greater than 
100%. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6 and 57-69 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

• It is unclear how the claimed alloy can have Molybdenum content of "35 to 75wt%" 
since applicant's written description requires a copper content of "10 to 95wt%". 
Note that for copper contents above 65% the claimed molybdenum content is 
impossible since the total weight % would exceed 100%. 
For the reasons mentioned above a great deal of confusion and uncertainty exists as to the 
proper interpretation of the claim limitations. In accordance with the MPEP § 2173.06, rejection 
under 35 U.S.C. 102 or 35 U.S.C. 103 follows based on the examiner's best understanding of the 
claim scope. The applicant is strongly urged to carefuUy review the entirety of the claims and 
correct any additional clarity issues not noted above such that the claims fiiUy conform to current 
U.S. practice. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 6, 57, 62, 63, 65, 66 and 69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeshi JP-08- 109450. 

Explanation of this prior art is substantially similar to explanations set forth in the 
previous Office Action mailed 1/15/2010. 

Noting that Takeshi discloses relative density of at least 80% (see translation mailed 
1/15/2010), optimizing to 90 to 93% would have been routine and obvious. 

Claim 58 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takeshi, JP-08- 
109450, in view of Gonia et al., 5,780,170. 

Explanation of this prior art is substantially similar to explanations set forth in the 
previous Office Action mailed 1/15/2010. 

Claims 59-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over Takeshi, 
JP-08-109450, in view of Kawamura et al., 5,370,725. 

Explanation of this prior art is substantially similar to explanations set forth in the 
previous Office Action mailed 1/15/2010. 

Claim 64 is rejected under 35 U.S.C. 103(a) as being anticipated by Takeshi, JP-08- 
109450, in view of Nakashima et al., 5,582,281. 

Explanation of this prior art is substantially similar to explanations set forth in the 
previous Office Action mailed 1/15/2010. 
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Claims 67 and 68 are rejected under 35 U.S.C. 103(a) as being obvious over Takeshi, JP- 
08-109450, in view of Gonia et al., 5,780,170, Kawamura et al., 5,370,725, and Nakashima et al., 
5,582,281. 

As this claim is a substantial combination of limitations from previous claims, 
explanation of this prior art is substantially similar to explanations set forth in the previous 
Office Action (albeit separately) mailed 1/15/2010. 

Noting that Takeshi discloses relative density of at least 80% (see translation mailed 
1/15/2010), optimizing to 90 to 93% would have been routine and obvious. 

Response to Arguments 

Applicant's arguments with regard to the claim rejections have been fiiUy considered but 
they are not persuasive. 

Applicant argues that deletion of the range of Cu of 10 to 95% overcomes the 35 U.S.C. 
112 rejections. This is not persuasive since applicant's written description still sets forth the Cu 
range requirement and thus the claimed Mo range remains incompatible with the disclosed Cu 
range. See reworded rejections above. 

Applicant argues that the density ratio hmitation is not met by the prior art. This is not 
persuasive. The translation mailed 1/15/2010 for DE 7342680 discloses at least an 80% ratio as 
claimed. 

Applicant argues that Molybdenum content is not result-effective and has criticality 
(unexpected result) in the claimed range since 35 to 75% Molybdenum allows for optimum 
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thermal expansion coefficient, conformability during sliding under high-bearing stress and high- 
speed sliding, excellent seizing resistance and abrasion resistance. 
This is not persuasive as follows: 

• Applicant's claimed an invention that is not possible/workable for all claimed ranges 

(see 1 12 rejections above) since the claimed ranges require the total weight to be 
exceeded by its parts (at least for some of the claimed ranges). Accordingly, how can 
an impossible alloy composition exist much less be tested, and shown to have 
unexpected results? 

• If applicant were to amend the ranges to be workable, note that applicant has also 
failed to show any test results showing any specific thermal expansion coefficient, 
conformability, seizing resistance, or abrasion resistance, much less any such results 
that are due specifically and solely to the Mo content and that differ from what one of 
ordinary skill and knowledge would expect. Note that applicant has failed to submit 
any indication of what one of ordinary skill would expect from any specific measure 
of Molybdenum. In other words. Molybdenum and Copper have different densities, 
coefficients of thermal expansion, coefficients of friction, etc. such that one would 
expect that altering the ratio of molybdenum to copper would affect the properties of 
the resulting alloy thereof and thus one would optimize the material weight ratio of 
copper to molybdenum to optimize such alloy properties. Applicant has failed to 
identify that ordinary expectations based upon to common knowledge of copper, 
molybdenum, and alloys thereof would differ from what applicant has found in any 
specific way. That is to say that applicant has failed to show that the claimed 
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Molybdenum and Copper content ratios would be expected to have poor results as 
apposed to applicant's allegations of satisfactory results. 

• One of ordinary skill in the art (one skilled and knowledgeable enough to design, 
manufacture and use alloys containing copper and molybdenum) would know that 
Molybdenum content in alloys with copper has an effect on such properties as 
density. Thermal Conductivity, Thermal Expansion, etc. and thus would accordingly 
expect the specific Molybdenum to copper content to be optimizable (see attached 
Dorfinan USPN 4822415 and NFL "JD Global Trading Company"). Accordingly, 
applicant's listing of positive results is actually evidence of obviousness rather than 
argument against since such results are to be expected in accordance with MPEP 
716.01(c)(II). 

• Note that MPEP 716.01(c )(II) states that "The arguments of counsel cannot take the 
place of evidence in the record". Note that MPEP 716.02 states "Evidence must show 
unexpected results. . . burden on applicant to establish results are unexpected and 
significant. . . applicants have burden of explaining proffered data. . . expected 
beneficial results are evidence of obviousness " (emphasis added). 

• MPEP 2144.04 states " If the applicant has demonstrated the criticalitv of a 
specific limitation, it would not be appropriate to rely solely on case law as the 
rationale to support an obviousness rejection" (emphasis added). However, 
applicant's disclosure, and all other evidence of record, fails to set forth any 
unexpected result due to any specific Mo content over any other. Accordingly, the 
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claimed Mo content lacks any criticality such that a rejection based on case law is 
appropriate. 

• MPEP 2144 clearly states that "The rationale to modify or combine the prior art does 
not have to be expressly stated in the prior art; the rational may be expressly or 
impliedly contained in the prior art or it may be reasoned from knowledge generally 
available to one of ordinary skill in the art , established scientific principles , or 
legal precedent established by prior case law " (emphasis added). 

• MPEP 2144.05(11) details that where the general conditions of a claim are disclosed 
in the prior art finding the optimum or workable ranges by routine experimentation is 
obvious unless there is some unexpected result (criticality) citing In re Aller, 220 
F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955), see also In re Reese, 290 F.2d 
839, 129 USPQ 402 (CCPA 1961). 

• "[T]he results of ordinary innovation are not the subject of exclusive rights under 
the patent laws. Were it otherwise patents might stifle, rather than promote, the 
progress of useful arts. See U.S. Const., Art. I, section 8, cl.8." In re KSR 
International Co. v. Teleflex Inc. . 82 USPQ2d 1385 (U.S. 2007) (emphasis added). 
Accordingly, changing a trivial detail of the prior art (such as specific ratio of copper 
to molybdenum) is at best an "ordinary innovation" if any innovation at all, and 
therefore does not constitute sufficient reason for patentability. 



Conclusion 
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All claims are drawn to the same invention claimed in the application prior to the entry of 
the submission under 37 CFR 1.1 14 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR 1.1 14. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor MacArthur whose telephone number is (571) 272-7085. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessflil, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available tiirough Private PAIR only. For more information about the PAIR 

system, see h ttp ://pair-direct.uspto .gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 

July 13, 2011 /Victor MacArthur/ 

Primary Examiner, Art Unit 3679 



